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REMARKS 

The Pending CI aims 

Claims 1-15 are pending currently, and claims 16-18 are newly added herem. Claims 
1 -4 are directed to a preparation process for a first aqueous dispersion comprising an ex-situ 
photosensitive silver halide and a substantially light-insensitive silver salt of an organic 
carboxylic acid. Claims 5-6 are directed to a first aqueous dispersion. Claim 7 is directed to 
a process for preparing a layer of a photo-addressable thermally developable element of a 
photothermographic recording material. Claims 8-10 are directed to a preparation process for 
a fourth aqueous dispersion comprising a second in-situ photosensitive silver halide and a 
substantially light-insensitive silver salt of an organic carboxylic acid. Claims 11-12 are 
directed to a fourth aqueous dispersion. Claim 13 is directed to a process for preparing a 
layer of a photo-addressable thermally developable element of a photothermographic 
material. Claims 14 and 15 are each directed to a photothermographic recording material. 
Claim 16 is directed to a photothermographic recording material comprising a 
photoaddressable thermally developable element. 

The Amendments to the Claims 

The claims have been amended to point out more particularly and claim more distinctly 
the subject matter of the invention. In particular, claims 1 and 8 have been amended to recite 
"wherein" in lieu of "characterized in that." Moreover, claims 14 and 15 have been amended 
to recite the step of raising the pH of the aqueous dispersion to a pH of at least 8.0. Claim 16 
has been added to claim photothermographic recording materials in accordance with the 
present invention. Claims 17 and 18 have been added, depending from claims I and 8, 
respectively. Support for the newly added claims can be found at page 10, line 32 to page 11, 
line 34; page 15, line 30 to page 16, line 4; and page 21, line 1 to page 22, line 36. No new 
matter has been added by way of these amendments. Separate documents setting forth (a) the 
precise changes to the claims, as well as (b) the text of all of the pending claims, are enclosed 
herewith. 
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Summary of Office Action 

The Office Action rejects claims 5-6 and 14 under 35 U.S.C. § 102(b) as allegedly 
anticipated by, or, ,n the altemat.ve, under 35 U.S.C. § 103(a) as obvious over Gilliams et 
al. (i.e., U.S. Patent 5,891,616) (hereinafter "Gilliams"). Further, clmms 8, 10, 11 and 15 
are rejected under 35 U.S.C. § 1 02 (b) as allegedly anticipated by Gilliams. The Office 
Action also rejects claims 9, 12 and 13 under 35 U.S.C. § 103 (a) as allegedly 
unpatentable over Gilliams. Finally, Applicants acknowledge, with appreciation, the 
indication that claims 1-4 and 7 are allowable. 

Discussion of the Anticipation and Obviousness Rejections 

The anticipation and obviousness rejections are not believed to be proper 
inasmuch as the cited reference (i.e., Gilliams) does not disclose nor reasonably suggest 
the present inventive aqueous dispersions. 

The Office, in support of its position, contends that Gilliams discloses an aqueous 
dispersion containing a silver salt of an aliphatic carboxylic acid and silver halide. (Office 
Action, page 2). Further, the Office alleges that Gilliams discloses the use of sodium 
hydroxide to provide an aqueous solution with pH of 8.7, and the formation of silver halide 
in-situ using the conversion of silver bchenate. (Office Action, page 2). Citing In re Thorpe 
111 F.2d 695, 698 (Fed. Cir. 1985), the Office contends that the patentability of a product 
claimed in the form of a product-by-process claim does not depend on its method of 
production (Office Action, page 3). The Office points, in particular, to example 1 of 
Gilliams, alleging that it discloses the preparation of silver behenate and in-situ silver hal.de 
by first forming an aqueous solution having a pH of 8.7 using sodium hydroxide to 
control the pH thereof and then using a conversion process by adding potassium bromide 
drop wise giving rise to an aqueous solufion containing in-situ silver halide and a light- 
insensifive silver salt of an organic carboxylic acid. (Office Action, pages 2-3). As well. 
Example 2 is cited as disclosing the formafion of silver halide in-situ using the conversion 
of silver behenate. (Office Action, page 2). 
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The Ornce therefore concludes lha, ,he aqueous solu„o„ of Gil„a„,s is identical ,o 
. a, cla,n,ed ,n ,hc present app„ca,i„„. .ncluding ,„e pH. excep, ,ha, ,he composinon of .he 
clauned u,ven,io„ contains «..„,„ s.Ke,- hahde whereas G„„a,.s is limited to a solution „,th 

silver halide. (Office Action, pages M, The Office is tncorrect. The Office ,s 
dtrected to COMPARATIVE EXAMPLES I and 2. as well as INVENTIVE EXAMPLES I 
to 6 ofthe present application at pages 18-19. COMPARATIVE EXAMPLES 1 and 2 
descrihe the product ohtatned by the method ofthe prtor art, e.g.. G„l,an,s. As noted on page 
18 of the application, the pH of the contposttions of COMPARATIVE EXAMPLES I and 2 
ts only modulated Hefore the fomtation ofthe silver sal, of an organtc carbo.ylic actd c g 
stiver behenate. which mirrors the methodology of Gilliams. In fact, the pH of 8.7 ,s itot so 
much the result of the modulatton of pH by the addition of sodium hydrox.de, as i, is the 
result ofthe mixing of sodium hydroxide, a strong alkali, and behenic acid, a very weak acd 
Tumtng to the data descnbed in Table 2 on page 1 9 of the application, the pH of the 
stiver behenate dispersion obtained by the methodology ofthe prior ar, ts around 5 0 after 
stiver mtrate is added (the pH decreases strongly as the silver behenate goes into dispersion, 
and gtves relatively htgh UAg values, e.,.. Table 2, COMPARATIVE EXAMPLES I ' 
and 2, Appltcatlon, page ,9). The prior ar, silver behenate disperston has a low pH because 
the methods of the prior art (t.e., Gilliatns) only desenbe the modulatton ofthe pH of the 
aqueous dtspersion before stiver behenate is produced. Therefore, the Office, contention that 
■he clatmed compositton and the composi.ton of Gilltams have the same pH (Office Action 
page 3) IS not factually correct. 

AS seen in INVENTIVE EXAMPLES 1 to 6, the methods ofthe present inventton 
results ,n an aqueous dtspersion with a pH substanttally higher than that of prior art aqueous 
dtsperstons. The methodology of claim 1 employs the modulation of pH of the solution 
•he fomration of silver behenate, contrary to the teachings of Gilliams. Table 2 on page 1 9 of 
the appltcation sets forth data in which aqueous dispersions with comparafively htgh pH 
obtatned by the methods of present invention have UAg values substantially lower re.attve to 
.hose ofthe prior art. An increase in UAg is undesirable, because high UAg values result ,n 
an tnereased fogging level ,n silver halide photographtc materials. (Application, page 10) In 
vtew ofthe difference in the pH of the aqueous dispersions as well as the tmprovement in 
UAg values ofthe compositions ofthe present invention, the composittons taught by Gilliams 
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cannot be said to be the same as those claimed in the present n.vention. A> a nuni.non the 
compositions cannot be said to be .dentical, m view of the difference m the pH of the 
compositions of the pnor art and those of the present invention. In view of the foregoing the 
claimed aqueous dispersions of the present invention cannot be said to be amicipated by 



Gilliams. 



The differences between the claimed compositions and the pnor art compositions are 
also demonstrated with respect to photothem.ograph.c recording materials produced by 
INVENTION EXAMPLES 1 to 6, as compared to COMPARATIVE EXAMPLES , and 2 As 
seen m Table 3 on page 22 of the application, the photothermographic recording matenals of 
the present mvention have an improved stability in the dark of their photosensitivity and Dmin 
upon exposure and thermal development relative to those produced by pnor art methods 
These differences constitute evidence that the rejection of claims directed to 

Photothennographic recording matenals produced by the methods of the claimed invention 
under 35 U.S.C. § 1 02 (b) over Gilliams is improper. 

The differem UAg and pH values of the compositions obtained by the methods of the 
present invention .r. prima facie evidence that the claimed compositions are, in fact non- 
obvious compositions in view of those disclosed m Gilliams. E. parte Gray, 10 U S P Q 2d 
(BNA) 1922 (Bd. Pat. App. & Liter. 1 989) (stating that dispositive issue in detennining 
obviousness of a known protein produced by genetic engmeenng techniques is whether the 
protein produced by genetic engineering techniques exhibited any unexpected properties 
compared with the protein disclosed by the pnor art). The Office correctly points out that 
"evidence of secondary considerations ... is in-elevant to 35 U.S.C. § 1 02 rejections and thus 
cannot overcome a rejection so based." In re Wiggins, 488 F.2d 538, 543, 179 U S P Q 421 
425 (CCPA 1973). As such, the limitation on evidence of secondary considerations of In 
W.ggms IS inapplicable here. As already discussed, a rejection under 35 U S C § 102 is 
-nappropnate in this case, and the remaining basis for the rejection of these claims is 35 
U.S.C. § 103. In contrast to a rejection under 35 U.S.C. § 102, evidence of secondary 
considerations . probative as to patentability in overcoming a rejection under 35 U S C § 
103. See Graham v. John Deere Co., 383 U.S. 1, 17, 148 U.S.P.Q. 459, 467 (1966) As ' 
previously noted in the Response to Office Action filed December 9, 2002, and as descnbed 
supra, the properties of the claimed aqueous dispersions were unexpected in view of the 
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teachings of the prior art. hi view of the unexpected rcsuUs as described above, and in the 
Response to Office Action filed December 9, 2002, the claimed compositions are not obvious 
variants of the compositions disclosed in Gilliams. 

Therefore, as discussed abox e, the rejection of claims 5-6 and 14 under 35 U.S.C. § 
102(b), or, in the alternative, under 35 U.S.C. § 103 (a), and the rejection of claims 8, 10, 11 
and 15 under 35 U.S.C. § 102 (b), all over Gilliams are improper, as Gilliams cannot be said 
to teach or reasonably suggest the claimed invention. 

Even if the use of a basic solution, such as ammonia, to regulate pH has been common 
on the art, as contended by the Office, the failure of Gilliams to teach, or reasonably suggest 
the regulation of the pH of the silver bchcnate emulsion after synthesis, and further in view of 
the difference in properties of the compositions of the claimed invention as exemplified by 
INVENTION EXAMPLES 1 to 6 as compared to COMPARATIVE EXAMPLES 1 and 2, 
the rejections of claims 9, 12 and 13 under 35 U.S.C. § 103 (a) over Gilliams is inappropriate. 

In view of the foregoing, Gilliams cannot be said to teach or fairly suggest the 
claimed invention. Accordingly, the obviousness rejection should be withdrawn and the 
application allowed. 
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Conclusion 



The application is considered in good and proper fom. for allowance and the 
Hxan.,ner is respectfully requested to pass th,s application to .sue. If, ,n the opin.on of the 
xan.ner, a telephone conference won.d expedite the prosecution of the subject apphcation 
the Examiner ,s invited to call the undersigned attorney. 

^espectfldlly submittecj ^ 



. "nATHasan, "Reg. JvIoIsTtJ" 
^EYDIG, VOIT & MAYER LTD 
Two Prudential Plaza, Suite 4900 ' 
1 80 North Stetson 
Chicago, Illinois 60601-6780 
(312)616-5600 (telephone) 
(312)616-5700 (facsimile) 

Date: May 27, 2003 
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CERTIFICATE OF MAILING 



I hereby certify that this AMENDMENT (along with any documents referred to as 
being attached or enclosed) is being deposited with the United States Postal Service on the 
date shown below with sufficient postage as first class mail in an envelope addressed to: Mail 
Stop Non-Fee Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 





PATENT 

Attorney Docket No. 212967 
Client Reference No. 00020 SIEKAM 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
Uytterhoeven et al. 

Art Unit: 1752 

Application No. 09/934,806 

Examiner: T. Chea 

Filed: August 22, 2001 

For: AQUEOUS DISPERSION COMPRISING 

PHOTOSENSITIVE SILVER HALIDE AND 
A SUBSTANTIALLY LIGHT-INSENSITIVE 
SILVER SALT OF AN ORGANIC 
CARBOXLIC ACID 

AMENDMENTS TO CLAIMS 
MADE IN RESPONSE TO OFFICE ACTION DATED FEBRUARY 26, 2003 

Amendments to existing claims'. 

1 . (Amended) A preparation process for a first aqueous dispersion comprising 
an ex-situ photosensitive silver halide and a substantially light-insensitive silver salt of an 
organic carboxylic acid, comprising the steps of separately preparing a second aqueous 
dispersion comprising said ex-situ photosensitive silver halide and a third aqueous 
dispersion comprising said substantially light-insensitive silver salt of an organic carboxylic 
acid; and mixing said second aqueous dispersion with said third aqueous dispersion to 
produce a mixture thereof, [characterized in that] wherein said first aqueous dispersion 
thereby produced is substantially free of a water-soluble metal or ammonium salt of an 
aliphatic carboxylic acid with greater than 12 carbon atoms and said process further 
comprises a step selected from the group consisting of increasing the pH of said second 
aqueous dispersion to a value of at least 8.0 prior to mixing with said third aqueous 
dispersion; increasing the pH of said third aqueous dispersion to a value of at least 8.0 prior 
to mixing with said second aqueous dispersion; and increasing the pH of said mixture to a 
value of at least 8.0. 
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8. (Amended) A preparation process for a fourth aqueous dispersion comprising 
a second in-situ photosensitive silver halide and a substantially light-insensitive silver salt of 
an organic carboxylic acid, comprising the steps of: (i) providing said third aqueous 
dispersion of claim 1 and (ii) partially converting said substantially light-insensitive silver 
salt of an organic carboxylic acid in said third aqueous dispersion with a non-fluoro halide 
ion source into said second in-situ photosensitive silver halide thereby producing said fourth 
aqueous dispersion; [characterized in that] wherein said fourth aqueous dispersion thereby 
produced is substantially free of a water-soluble metal or ammonium salt of an aliphatic 
carboxylic acid with greater than 12 carbon atoms and said process further comprises a step 
selected from the group consisting of: increasing the pH of said third aqueous dispersion to a 
value of at least 8.0 prior to step (ii); increasing the pH of the third aqueous dispersion to a 
value of at least 8.0 during step (ii); and increasing the pH of said aqueous dispersion 
resulting from step (ii) to a value of at least 8.0. 

14. (Amended) A photothermographic recording material comprising a photo- 
addressable thermally developable element, wherein the photo-addressable thermally 
developable element comprises a layer produced with a first dispersion, wherein the first 
aqueous dispersion comprises an ex-situ photosensitive silver halide and a substantially 
light-insensitive silver salt of an organic carboxylic acid, and wherein the first aqueous 
dispersion is obtained by a preparation process [according to claim 1.] for a first aqueous 
di spersion comprising the steps of: separately preparing a second aqueous dispersion 
comprising said ex-situ photosensitive silver halide and a third aqueous dispersion 
comprising said substantially light-insensitive silver salt of an organic carboxylic acid: and 
mixing said second a queous dispersion with said third aqueous dispersion to produce a 
mixture thereof, wherein said first aqueous dispersion thereby produced is substantially free 
of a water-soluble metal or ammonium salt of an aliphatic carboxylic acid with greater than 
12 carbon atoms and said process furtlier comprises a step selected from the group 
consisting of: increasi ng the pH of said second aqueous dispersion to a value of at least 8.0 
prior to mixing with s aid third aqueous dispersion: increasing the pH of said third aqueous 
dispersion to a value of at least 8.0 prior to mixing with said second aqueous dispersion: and 
increasing the pH of said mixture to a value of at least 8.0. 
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15(Amended). A photothermographic recording material comprising a photo-addressable 
thermally developable element, wherein the photo-addressable thermally developable 
element comprises a layer produced with a fourth aqueous dispersion , wherein said fourth 
aqueous dispersion compris[ing]es a second in-situ photosensitive silver halide and a 
substantially light-insens.tive silver salt of an organic carboxylic acid and wherein the fourth 
aqueous dispersion is obtained by a preparation process [according to claim 8.] comprising 
the steps of: (i) providing said third aq ueou s dispersion of claim 1 and rii^ p nrti.lly 
converting said substantially lipht-i n sens i t i ve sil ver salt of an orp.n ic carboxvlir pr.H in ..iH 
third aqueous dispersion with a non-fluoro h alide ion source into said second in-.itn 
photosensitive silver halide thereby producing ..iH fourth ag ueon. Hispersion: wherein ..iH 
fourth aqueous dispersion thereby pro du ce d is substantially free of a water-soli.hlP m.t.l 
ammonium salt of an aliphatic carboxylic aci d w ith greater than 1 2 carbon atom. pnH ..iH 
process further comprises a step sel ect ed fr om th e eroun consisting of: increasinp the pH 
said third aqueous dispersion to a v alue o f at l e ast 8.0 prior to step (.j); increasinp th^ pH nf 
the third aqueous dispersion to a val ue of at l ea st 8.0 during step ( n): and increasinP th^ p R 
of said aqueous dispersion resulting from st e p (ij) to a value of at least 8.0. wherein said 
process further includes a step of adding a wat e r-soluble silver s alt having a solnhilitv in 
water at 20°C of greater than 0 1 g/L at any sta^ e in said preparation p rn.... 

16. (New) A photothermographic re cording material comprising a photo- 
addressable thermally developable element, w h erein the p hoto-addressable thermally 
developable element comprises a layer produ c ed with a first dispersion, wherein the first 
aqueous dispersion comprises an ex-situ p hoto sensitive silver h alide and a substanti;,lly 
light-insensitive silver salt of an organic carbo x ylic acid, and wherein the first ag nenn. 
dispersion is obtained by a prepara ti on pro ce s s for a first aq u eous dispersion comprising, the 
steps of: separately preparing a second aq ue ous dispersion c omprising .said ex-sitn 
photosensitive silver halide and a third aqueous d ispersion comp rising said substantially 
light-insensitive silver salt of an organic carboxyli c acid: and mixing said second ag uen,,. 
dispersion with said third aqueous di.sp er^inn tn produce a mixture thereof, wherein said first 
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aqueous dispersion thereby produced is substantially free of a water-soluble metal or 
ammonium salt of an aliphatic carboxylic acid with greater than 12 carbon atoms and said 
process further comprises a step selected from the fcJ:roup consisting of: increasing the pH of 
said second aqueous dispersion to a yalue of at least 8.0 prior to mixing with said third 
aqueous dispersion; increasing the pH of said third aqueous dispersion to a value of at least 
8.0 prior to mixing w ith said second aqueous dispersion; and increasing the pH of said 
mixture to a value of at least 8.0, wherein said process further includes a step of adding a 
water-soluble silver salt having a solubility in water at 20"C of greater than 0.1 r/L at any 
stage in said preparation process. 

17. (New) Preparation process according to claim K wherein said process further 
includes a step of adding a water-soluble silver salt havinjj a solubility in water at 2Q"C of 
greater than 0.1 g/L at any stage in said preparation process. 

18. (New) Preparation process according to claim 8. wherein said process further 
includes a step of adding a water-soluble silver salt having a solubility in water at 2Q"C of 
greater than 0.1 g/L at any stage in said preparation process. 
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